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REMARKS 



The Examiner has taken the position that Applicant's previously submitted 
5 Exhibits "A" and "B" fail to establish reduction of practice prior to the effective 
date of the references cited by the Examiner. The Examiner indicates that the 
Exhibits fail to provide evidence that the Kaleidscope program successfully ran 
and performed the claimed limitations prior to the effective date of these 
references. 



Responsive thereto, Applicant submits herewith a Declaration of inventors Craig 
Dillon and Richard Howe under 37 CFR 1.131(b)(c). In the attached declaration 
and accompanying Exhibit "A", the inventors set forth facts and proof that they 
diligently worked on and, reduced the invention to practice prior to the date of the 

15 references (but after the effective date thereof)(37 CFR 1.131(b)). The inventors 
also show that the work evidenced in the attached Exhibit "A" shows diligent work 
toward reduction of practice. That, coupled with the filing of the subject 
application, meets the requirements of 37 CFR 1.131(c). Accordingly, 
Applicant's evidence supports Applicant's assertion that the invention was 

20 conceived before the effective date of the references and was diligently reduced 
to practice, all comporting with the requirements of 37 CFR 1.131. Therefore, 
Applicant respectfully requests the Examiner withdraw the rejection based on the 
references of record and allow the Application to issue as U.S. Letters Patent. 

25 Respectfully submitted. 
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Julia A. Thomas 



Reg. No. 52,283 



Customer No. 22,862 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re Application of: DiMon, et al. 



Docket No.: iSAA0040 



Serial No.: 10/032,843 



Art Unit: 2167 



Filed 



December 27, 2001 



Examiner; Linh Black 



Title: System and Method for Obtaining Keyword Descriptions of Records from 
a Large Database 

August 7, 2006 

Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 



1 . My name is Craig Dillon and I am an inventor of the claimed subject matter in 
U.S. Patent Application Serial No. 10/032,843. 

2. In the Office Action mailed 2 June 2006, the Examiner indicates that my 
previously submitted declaration under 37 CFR 1.131 is ineffective to overcome 
the Strubbe ef a/ reference and the Mikurak reference. 

3. The Examiner indicates that my declaration meets my burden under 37 CFR 
1.131(b). However, the Examiner indicates that my proof does not support my 
reduction to practice of my invention prior to the effective filing date of Mikurak 
and Stubbe, et eiL The Examiner indicates that my Exhibits A-B must show that 
the Kaleidoscope program successfully ran and performed the claimed 
limitations. 

4. 37 CFR 1.131(b) requires that the inventor show conception prior to the 
effective date of the reference coupled with due diligence from prior to the 
reference date to subsequent reduction of practice. 37 CFR 1.137(c) requires 
conception of the invention prior the effective date of the reference coupled with 
due diligence from prior to the reference date of the filing date of the filing of an 
application (constructive reduction of practice). In this regard, 1 am relying on my 
previous submissions cited as evidence of my conception of my invention prior to 
the effective date of the references. 

5. in support of my diligent reduction to practice of the invention from prior to the 
reference date there is subsequent actual reduction of practice (37 CFR 1.131 
(b)) I enclose herewith a listing of files in connection with a working prototype of 



Declaration of Craig Dillon under 37 CFR 1.131 



the Kaleidoscope product. The initial working prototype was completed on or 
about March 2000. I continued working on the invention thereafter through 2001 . 
In attached Exhibit "A", the date appears with each file. The date shown is the 
last date the file was worked on, i.e. the last revision date. It can be seen from 
viewing the attached that the previously submitted evidence of conception, 
having a date of 7 November 1999, coupled with the exhibits attached herewith 
show dates as early as November 16, 1999, that I have provided evidence of my 
diligence in reducing my invention to practice. The Exhibit provides files of a fully 
functioning system. It can be seen by reviewing the dates of the various files that 
make up the product build set forth in Exhibit "A" that the work was continuous 
and uninterrupted. Accordingly, my submissions comply with the requirements of 
37 CFR 1.131(b). 

6. 1 also am entitled to take advantage of 37 CFR 1.131(c). in this regard, my 
previous submissions are evidence of my conception of the invention prior to the 
effective date of the cited references as acknowledged by the Examiner. Exhibit 
"A" enclosed herewith is substantial evidence of my diligent reduction of practice 
of the invention. Further evidence of my reduction of practice of the invention 
can be derived from the filing of the instant application on 27 December 2001 , 
well within the time frame of the work that is supported by the attached 
document. Accordingly, I have met my burden with regard to 37 CFR under 
section (b) and (c) thereof. 

7. I therefore ask the Examiner to withdraw the rejection such that 1 may enjoy 
the benefit of a patent for my invention. 

8. All statements made of my own knowledge are true, and all statements made 
under submission are believed to the true. I understand that willful false 
statements and the like are punishable by fine or imprisonment or both (18 USC 
1.1) and may jeopardize the validity of this application or any patent issuing 
thereon. 





In The United States Patent and Trademark Office 



In re Application of: Dillon, et al. Docket No.: ISAA0040 

Serial No.: 10/032,843 Art Unit: 2167 

Filed: December 27, 2001 Examiner: Linh Black 

Title: System and Method for Obtaining Keyword Descriptions of Records from a 
Large Database 

September 5, 2006 

Commissioner for Patents 

P.O. Box 1450 

Alexandria. VA 22313-1450 

DECLARATION UNDER 37 C.F.R, S 1,131 

This declaration is provided in connection with Applicant's response to the Office Action 
dated 2 June 2006 for the above-identified patent application. 

1. My name is Julia A. Thomas. I am the registered attorney duly appointed by the 
inventors of the invention in the subject patent application. I am submitting this 
declaration on behalf of an unavailable inventor, Richard Howe. Please see the 
attached Petition Pursuant to 37 CFR 1.47. 

2. In the Office Action mailed 2 June 2006, the Examiner indicates that Richard Howe's 
previously submitted declaration under 37 CFR 1.131 is ineffective to overcome the 
Strubbe et a/ reference and the Mikurak reference. 

3. The Examiner indicates that Richard Howe's declaration meets the burden under 37 
CFR 1.131(b). However, the Examiner indicates that the proof does not support the 
reduction to practice of the inventor's invention prior to the effective filing date of 
Mikurak and Stubbe, et a/. The Examiner indicates that the Exhibits A-B must show that 
the Kaleidoscope program successfully ran and performed the claimed limitations. 



4. 37 CFR 1.131(b) requires that the inventor show conception prior to the effective 
date of the reference coupled with due diligence from prior to the reference date to 
subsequent reduction of practice. 37 CFR 1.137(c) requires conception of the 
invention prior the effective date of the reference coupled with due diligence from prior 
to the reference date of the filing date of the filing of an application (constructive 
reduction of practice). In this regard, the inventor is relying on the previous submissions 
cited as evidence of inventor's conception of inventor's invention prior to the effective 
date of the references. 

5. In support of inventor's diligent reduction to practice of the invention from prior to the 
reference date there is subsequent actual reduction of practice (37 CFR 1.131 (b)) 
enclosed herewith a listing of files in connection with a working prototype of the 
Kaleidoscope product. The initial working prototype was completed on or about March 
2000. The inventor continued working on the invention thereafter through 2001. In 
attached Exhibit "A", the date appears with each file. The date shown is the last date 
the file was worked on, i.e. the last revision date. It can be seen from viewing the 
attached that the previously submitted evidence of conception, having a date of 7 
November 1999, coupled with the exhibits attached herewith show dates as early as 
November 16, 1999, have provided evidence of the inventor's diligence in reducing the 
invention to practice. The Exhibit provides files of a fully functioning system. It can be 
seen by reviewing the dates of the various files that make up the product build set forth 
in Exhibit "A" that the work was continuous and uninterrupted. Accordingly, the 
submissions comply with the requirements of 37 CFR 1.131(b). 

6. The inventor also is entitled to take advantage of 37 CFR 1.131(c). In this regard, 
the previous submissions are evidence of conception of the invention prior to the 
effective date of the cited references as acknowledged by the Examiner. Exhibit "A" 
enclosed herewith is substantial evidence of the inventor's diligent reduction of practice 
of the invention. Further evidence of the inventor's reduction of practice of the invention 
can be derived from the filing of the instant application on 27 December 2001, well 



within the time frame of the work that is supported by the attached document. 
Accordingly, the inventor has met the burden with regard to 37 CFR under section (b) 
and (c) thereof. 

7. I therefore ask the Examiner to withdraw the rejection such that the inventor may 
enjoy the benefit of a patent for his invention. 

8. All statements made of my own knowledge are true, and all statements made under 
submission are believed to the true. I understand that willful false statements and the 
like are punishable by fine or imprisonment or both (18 USC 1.1) and may jeopardize 
the validity of this application or any patent issuing thereon. 




September 5. 2006 



Julia A. Thomas 



DATE 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re the application of Dillon Examiner: Black, Linh 

Serial No. 10/032,843 Art Unit: 2163 

Filed: December 27, 2001 Attorney Docket ISAA0040 

Title: SYSTEM AND METHOD FOR OBTAINING KEYWORD DESCRIPTIONS OF 
RECORDS FROM A LARGE DATABASE 

September 5, 2006 

PETITION BASED UPON UNAVAILABILITY OF INVENTOR 
(37 CFR § 1.47/MPEP 409.03) 

Sir: 

1. Applicant petitions pursuant to 37 CFR §1.47 that the examination of the above- 
identified patent application proceed in the absence of a Declaration signed by the 
inventor Mr. Richard Howe. 

2. Applicant provides herewith a copy of the letter sent via email to Mr. Howe, at his 
last known email address at rich a rd.howet^ acxiom.com . which was delivered with a 
read receipt delivery. A copy of the 1.131 declaration accompanied the letter. A read 
receipt delivery was returned confirming that the message was read. 

3. Craig Dillon, a joint Inventor of the above-referenced application and Elizabeth 
Flanagan, a paralegal at Fair Isaac Corporation, attempted to contact Richard Howe 
without success. 

4. Diligent efforts have been used to reach the inventor. 

5. I hereby declare that all statements made herein of my own knowledge are true 
and that all statements made on information and belief are believed to be true; and 
further that these statements made with the knowledge that willful false statements and 
the like so made are punishable by fine or imprisonment, or both, under Section 1001 

-1- 



of Title 18 of the United States Code, and that such willful false statements may 
jeopardize the validity of the application, any patent issuing thereon, or any patent to 
which this statement is directed. 



6. This action is necessary to prevent irreparable damage and to preserve the 
rights of the parties. 

The Commissioner is authorized to charge the petition fee forth in 37 CFR 1.17 
(i), and any additional fees that may be due and credit any overpayments to Deposit 
Account No. 07-1445 (Order No. ISAA0040). 



Respectfully submitted, 

Julia A. Thomas 
Reg. No. 52,283 



Customer No. 22862 



kristianne 



From: Howe Richard - rhowe [Richard.Howe@acxiom.com] 

Sent: Thursday, August 17. 2006 A2.:AA PM 

Subject: Read: Declarations for ISAA0040 



attOOOOl .txt (690 B) 

Your message 

To: Howe Richard - rhowe 
Cc: 

Subject: FW: Declarations for iSAA0040 
Sent: Thu, 17 Aug 2006 12:21:17 -0500 

was read on Thu, 17 Aug 2006 12:55:02 -0500 



1 



Page 1 of 2 



kristianne 



Subject: 



To: 



Sent: 



From: 



kristianne [kristianne@glenn-law.com] 
Thursday, August 17, 2006 10:21 AM 
Yichard.howe@acxiom.com' 
FW: Declarations for ISAA0040 



Importance: High 

Attachments: Declaration Dillon 8-7-06.doc; Declaration Howe 8-7-06.doc 
Hello Richard, 

Attached to this email, please find the declaration for your date and signature. Please return the dated and 
signed form to our office by August 18. 2006. 

Please let me know if you have any questions. 



Kristianne Serrano-Replogle 
Patent Paralegal 

&lenn Pa+enl" &roup 

3475 Edison Way. Suite L 
Menio Park. CA 94025 
vox 650.474.8400, ext. 204 
fax 650.474.8401 
kristianne@glenn-law.com 

This E-mail (including attachments) is covered by the Electronic Communications Privacy Act, 
18 U.S.C. §§ 2510-2521 and considered confidential and may be legally privileged. If you are 
not the intended recipient, you are advised that any use, copying, or disclosure of this 
message or the contents thereof is without permission and contrary to law. Please reply to the 
sender that you have received the message in error, then delete this email. 



From: kristianne [mailto:kristianne@glenn-law.com] 
Sent: Monday, August 07, 2006 1:06 PM 
To: 'craigdillon@fainssac.com' 
Subject: Declarations for ISAA00<40 



Attached to this email, please find declarations for you and Richard Howe to date and sign. Please return the 
original signed and dated documents to our office by August 16^ 2006- 

Please let me know if you have any questions. 

Thank you, 
Kristianne 



Kristianne Serrano-Replogle 
Patent Paralegal 



Thank you, 
Kristianne 



Hi Craig. 



8/31/2006 



Page 2 of 2 



^lenn Pal-enl* Group 

3475 Edison Way, Suite L 
Menio Park, CA 94025 
vox 650.474.8400, ext. 204 
fax 650.474.8401 
krlstianne(Q^q lenn-law.com 

This E-mail (including attachments) is covered by the Electronic Communications Privacy Act, 18 U.S.C. §§ 2510-2521 and 
considered confidential and may be legally privileged- If you are not the intended recipient, you are advised that any use, 
copying, or disclosure of this message or the contents thereof is without permission and contrary to law. Please reply to the 
sender that you have received the message in error, then delete this email. 



8/31/2006 



Page 1 of 2 



kristianne 



To: 



Sent: 



Subject: 



From : 



kristianne [kristianne@glenn-Iaw.com] 
Tuesday. August 22, 2006 2:59 PM 
'richard.howe@acxiom.com' 
FW: Declarations for iSAA0040 



Importance: High 

Attachments: Declaration Dillon 8-7-06.doc; Declaration Howe 8-7-06.doc 

ATTORNEY CLIENT PRIVELEGED AND CONFIDENTIAL 

Hello Richard, 

I am following up on my email below. Please fax the signed document to me by August 25, 2006. 




Please let me know if you have any questions. 

Thank you, 
Kristianne 



Kristianne Serrano-Replogle 
Patent Paralegal 
^ienn Pa+enl- ^roup 

3475 Edison Way, Suite L 
Menio Park, CA 94025 
vox 650.474.8400, ext. 204 
fax 650.474.8401 
kristianne@glenn-law.com 

This E-mail (including attachments) is covered by the Electronic Communications Privacy Act, 18 U.S.C. §§ 2510-2521 and 
considered confidential and may be legally privileged. If you are not the intended recipient, you are advised that any use, 
copying, or disclosure of this message or the contents thereof is without permission and contrary to law. Please reply to the 
sender that you have received the message in error, then delete this email. 



From: kristianne [mailto:kristianne@glenn-law.com] 
Sent: Thursday, August 17, 2006 10:21 AM 
To: 'richard.howe@acxiom.com* 
Subject: FW: Declarations for ISAA0040 
Importance: High 

Hello Richard, 

Attached to this email, please find the declaration for your date and signature. Please return the dated and 
signed form to our office by Au gust 18, 2006. 

Please let me know if you have any questions. 



Kristianne Serrano-Replogle 
Patent Paralegal 

&lenn Pa1-en1- 6roup 

3475 Edison Way, Suite L 



8/31/2006 




Thank you, 
Kristianne 



Page 2 of 2 



Menio Park, CA 94025 
vox 650.474.8400, ext. 204 
fax 650.474.8401 
kristianne(jg)glenn-law.com 

This E-mail (including attachments) is covered by the Electronic Communications Privacy Act, 
18 U.S.C. §§ 2510-2521 and considered confidential and may be legally privileged. If you are 
not the intended recipient, you are advised that any use, copying, or disclosure of this 
message or the contents thereof is without permission and contrary to law. Please reply to the 
sender that you have received the message in error, then delete this email. 



From: kristianne [mailto:kristianne(g)g lenn-law.com] 
Sent: Monday, August 07, 2006 1:06 PM 
To: 'craigdillon@fairissac.com' 
Subject: Declarations for ISAA0040 

Hi Craig, 

Attached to this email, please find declarations for you and Richard Howe to date and sign. Please return the 
original signed and dated documents to our office by August 16^ 2006. 

Please let me know if you have any questions. 

Thank you, 
Kristianne 



Kristianne Serrano-Replogle 
Patent Paralegal 
^lenn Pa+cnl- Group 

3475 Edison Way, Suite L 
MenIo Park. CA 94025 
vox 650.474.8400, ext. 204 
fax 650.474.8401 
krlstiannefa^glenn-law.com 

This E-mail (incJuding attachments) is covered by the Electronic Communications Privacy Act, 18 U.S.C. §§ 2510-2521 and 
considered confidential and may be legally privileged. If you are not the intended recipient, you are advised that any use, 
copying, or disclosure of this message or the contents thereof is without permission and contrary to law. Please reply to the 
sender that you have received the message in error, then delete this email. 



8/31/2006 



